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A. If the status is changed, pay twiofr the 'amount of the i 
FEE DUE shown above and notify, the Patent and 
Trademark Office of the change in status, or 

B. If the status is the same, pay the FEE DUE shown 
''.above.' 



If the SMAU- ENTITY is showaas NO: 



A. Pay FEE DUE shown above, or 



B. File verified statement of Small Entity Status before, or with, 
payment of 1 /2 the FEE DUE shown above. 
!i fPatt B-lssue Fee Transmittal should be completed and returned to the Patent and Trademark Office (PTO) with your 
i !J WE F?& ;^ven. if the ISSUE FEE has already been paid by charge to deposit account, Part B Issue Fee Transmittal 
■ : should be completed and returned. It you are charging the ISSUE FEE to your deposit account, sectiorf W of Part 
A^BrissLie^eB Transmittal should tecortipletiBd ahd-anisrtr'a cbpy-df the fortn shbultfwgub>ffl^ ' • : 

\\. All communications regarding this application must give application number and batch number. 
Please direct all communications prior to issuance to Box ISSUE FEE unless advised to the contrary.- 

IMPORTANT REMINDER: Utility patents Issuing on applications filed on or after Dee. 12, 1980 may mquite payment of 

maintenance fees. It is patentee's responsibility to ensure timely payment of maintenance 
fees when due. 



TOL-85 (REV. 10*8) Apprauod for use through OB/30/99. (0S51 -0033) 



YOUR COPY 



T£eE-S-W.-etS -UO M^l pueisi GUFinud. 2LLlaaNV ■ 



NIXON & VANDERHYE PC3 Fax: 703-81 G-41 00 



Jul 9 2002 16:14 



P. 31 



UNITED STATES DEPARTMENT OF COMMERCE 
Patent and Trademark Office 

Aurora; COMMISSIONER OF PATENTS AND TRADEMARKS 
Washington, D.C. 20231 



APPLICATION NO. FILING DATE 



FIRST NAMED INVENTOR 



77 



ATTORNEY DOCKET NO 



NIXON 5/. VAN.&S.RHY6: 

11 00 NORTH GiLeSE ROPl> 

8TK KLOOF: 

AWL.1NQTON Vft 22201 



l:3M 1/0 ! i!!6 



~i 



EXAMINER 



Li-Hv;ni , s 



ART UNIT 1 RftPER NUMBER 



1 

DATE MAILED: G / V 6 / ? i* . 

" • \ 



Please find below and/or attached an Office communication concerning this application or 
proceeding. 



Commissioner of Patents and Trademarks 



PTO-COC [ft*. 8/B5) 



ese'd ass = 2© 20/60/^.0 



a - Mail Copy 



NIXON & VANDERHYE PC3 Fax: 703-81 6-41 00 



Jul 9 2002 16:15 



P. 3 



Notice of Allowability 



Application No. 
08/736,112 



Examiner 



Applicants) 



Kominen 



Steven Leavlrr 



Oroup Art Unit 
1303 




All claims being allowable, PROSECUTION ON THE MERITS IS |OR REMAINS) CLOSED in this application. If not included 
herewith (or previously mailed), a Notice of Allowance and Issue Fee Due or other appropriate communication will be 
mailed in due course. 



(XI This communication is responsive to the amendment of Nov 12, 1997 ____ 

B The allowed claim(s) is/are 7, 3, 6, 8-18. end 22-28 

□ The drawings filed on are acceptable. 

□ Acknowledgement is made of a claim for foreign priority under 35 U.S.C. S 1 19(a)-(d). 

□ All □ Some* □ None of the CERTIFIED copies of the priority documents have been 
G received. 

□ received in Application No. (Series Code/Serial Number) ^ . 

□ received In this national stage application from the International Bureau (PCT Rule 17.2(a)). 
•Certified copies not received; 



Lj Acknowledgement is made of a claim for domestic priority under 35 U.S.C, § 1 19(e). 

A SHORTENED STATUTORY PERIOD FOR RESPONSE to comply with the requirements noted below is set to EXPIRE 
THREE MONTHS FROM THE "DATE MAILED' of this Office action. Failure to timely comply will result in 
ABANDONMENT of this application. Extensions of time may be obtained under the provisions of 37 CFR 1 . 1 36(e). 

□ Note the attached EXAMINER'S AMENDMENT or NOTICE OF INFORMAL APPLICATION, PTO-152, which discloses 
that the oath or declaration is deficient. A SUBSTITUTE OATH OR DECLARATION IS REQUIRED. 

XI Applicant MUST submit NEW FORMAL DRAWINGS 

□ because the originally filed drawings were declared by applicant to be informal, 

X! including changes required by the Notice of Draftsperson's Patent Drawing Review, FTO-948, attached hereto or 



to Paper No. 



, which has been 



□ including changes required by the proposed drawing correction filed on 

approved by the examiner. 

□ including changes required by the attached Examiner's Amendment/Comment. 

Identifying indicia such as the application number (see 37 CFR 1.84(c)) should be written on the reverse side of the 
drawings. The drawings should be filed as a separate paper with a transmittal lettter addressed to the Official 
Draftsperson. 

□ Note the attached Examiner's comment regarding REQUIREMENT FOR THE DEPOSIT OF BIOLOGICAL MATERIAL. 

Any response to this letter should include, In the upper right hand corner, the APPLICATION NUMBER (SERIES 
CODE/SERIAL NUMBER). If applicant has received a Notice of Allowance and Issue Fee Due, the ISSUE BATCH NUMBER 
and DATE of the NOTICE OF ALLOWANCE should also be Included. 

Attachment(s) 

C Notice of References Cited. PTO-992 

IS Information Disclosure Statement(s), PTO-1A49, Paper No(s). 5 

□ Notice of Draftsperson's Patent Drawing Review, PTO-948 

□ Notice of Informal Patent Application, PTO-152 

□ Interview Summary, PTO-413 

□ Examiner's Amendment/Comment 

□ Examiner's Commant Regarding Requirement for Deposit of Biological Material 
23 Examiner's Statement of Reasons for Allowance 
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Serial Number; 08/736,112 



Page 2 



Ait Unit: 1303 



REASONS FOR ALLOWANCE 



1 . The following is an examiner's statement of reasons for allowance: Applicant' ^invention is 
an improvement over the prior art in that the amount of effective alkali at the termination of the 
second cook is higher. Applicant's process is novel in that it yields improvements in the intrinsic 
strength properties by controlling the effective alkali accordingly. 

Any comments considered necessary by applicant must be submitted no later than the 
payment of the issue fee and, to avoid processing delay s 5 should preferably accompany the issue 
fee. Such submissions should be clearly labeled "Comments on Statement of Reasons for 
Allowance." 

2. Any inquiry concerning this communication or earlier communications from the examiner 
should be directed to Steven B. Leavitt whose telephone number is (703) 305-6929. 





Steven B, Leavitt 



PETER CHIN 
PRIMARY EXAMINER 
GROUP 1800 



January 4, 1998 
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Office Action Summary 



Application No. 
08/736.112 



hammer 



Applicants) 



Kettunan 



Steven B. Ls«vin 



Group Art Unit 
1303 




IS Responsive to communlcatlon(s) filed on Oct 24, 1936 

□ This action is FINAL. 

□ Since this application is in condition for allowance except for formal matters, prosecution as to the merits is closed 
in accordance with the practice under Ex parte Quayle, 1 935 CD. 1 1 ; 453 O.G. 21 3. 



A shortened statutory period for response to this action is set to expire 



, month(s), or thirty days, whichever 



Is longer, from the mailing date of this communication, Failure to respond within the period for response will cause the 
application to become abandoned. (35 U.S.C. § 133). Extensions of time may be obtained under the provisions of 
37 CFR 1.136(a). 



Disposition of Claims 
IS Claim(s) 1-21 



Is/are pending In the application. 



Of the above, claim (s| 19-21 
□ Claim(s) 



K Claim(s) 1-9 end 12-17 



13 Claimls) 70, 1 1. end 18 
□ Claims 



is/are withdrawn from consideration, 

is/are allowed. 

is/are rejected. 

._ is/are objected to. 



are subject to restriction or election requirement. 



Application Papers 

IS See the attached Notice of Drafts person's Patent Drawing Review, PTO-948, 

□ The drawlng(s) filed on is/are objected to by the Examiner. 

G The proposed drawing correction, filed on is □ approved □ disapproved. 

18 The specification is objected to by the Examiner. 

□ The oath or declaration is objected to by the Examiner. 

Priority under 35 U.S.C, $ 119 

□ Acknowledgement is made of a claim for foreign priority under 35 U.S.C. § 119(a)-(dl, 

□ All □ Some* □ None of the CERTIFIED copies of the priority documents have been 

□ received. 

i 

□ received in Application No. (Series Code/Serial Number! , 

□ received in this national stage application from the International Bureau (PCT Rule 17.2(a)], 
•Certified copies not received; 



□ Acknowledgement is made of a claim for domestic priority under 35 U.S.C. S 11 9(e). 

Anachment(s) 

IS Notice of References Cited, PTO-892 

□ Information Disclosure Statement(s), PTO-1449, Paper Ne(s). 

□ Interview Summary, PTO-413 

K Notice of Draftsperson's Patent Drawing Review, PTO-948 
D Notice of Informal Patent Application, PTO-152 



- SEE OFFICE ACTION ON THE FOLLOWING PAGES - 



U. S. Patent and Trademark Olfce 

PTO-326 (Rev. 9-95) 



Office Action Summary 



Part of Paper No. 
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DETAILED ACTION 



Election/Restriction 

1. Restriction to one of the following inventions is required under 35 U.S.C. 121; 

I. Claims 1-18, drawn to a method of producing chemical pulp, classified in 
class 162, subclass 90. 

II. Claims 19*21, drawn to a continuous digester, classified in class 162, subclass 237. 

2. The inventions are distinct, each from the other because of the following reasons; 
Inventions a method of producing chemical pulp and a continuous digester are related as process 
and apparatus for its practice. The inventions are distinct if it can be shown that either; (1) the 
process as claimed can be practiced by another materially different apparatus or by hand, or (2) 
the apparatus as claimed can be used to practice another and materially different process. (MPEP 
§ 806.05(e)). In this case, the process can be practiced by a materially different apparatus. The 
digester is a hydraulic or vapor phase digester in a vertical vessel. The method could be practiced 
however in a different type of digester such as a horizontal vessel for example. 

3. Because these inventions are distinct for the reasons given above and have acquired a 
separate status in the art as shown by their different classification, restriction for examination 
purposes as indicated is proper. 

4. During a telephone conversation with Jeffiy Nelson on July 1, 1997 a provisional election 
was made with traverse to prosecute the invention of a method of producing chemical pulp, 
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Art Unit: 



claims 1-18. Affirmation of this election must be made by applicant in responding to this Office 
action. Claims 19-21 are withdrawn from further consideration by the examiner, 37 
CFR 1 .142(b), as being drawn to a non-elected invention. 

Specification 

5. The disclosure is objected to because of the following informalities; 
On page 3, Une 16, change "gives" to -yield-. 

On page 5, line 4, change "convention" to —conventional—. 
Appropriate correction is required. 

6, The lengthy specification has not been checked to the extent necessary to determine the 
presence of all possible minor errors. Applicant's cooperation is requested in correcting any 
errors of which applicant may become aware in the specification. 

Claim Rejections - 35 USC $122 

7. Claims 13 and 14 are rejected under 35 U.S.C. 1 12, second paragraph, as being indefinite 
for filing to particularly point out and distinctly claim the subject matter which applicant regards 
as the invention. It is unclear what is meant by "at least 9% on wood". 

Claim 14 is rejected for the reason stated above. 

Claim Rejections - 35 USC § 102 & 35 USC § 103 

8, The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 
basis for the rejections under this section made in this Office action: 
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A person shall be entitled to a patent unless — 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public use or 
on sale in this country, more than one year prior to the date of application for patent in the United States. 

9. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all obviousness 
rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 1 02 of this tide, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was mack to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by (he 
manner in which the invention was made. 

10. Claims I, 2, and 8 are rejected under 35 U.S.C. 102(b) as anticipated by or, in the 
alternative, under 35 U.S.C. 103(a) as obvious over Li (U.S. Patent No. 5,522,958). Li discloses 
a method of producing chemical cellulose pulp using a continuous digester. See abstract and 
column 3, line 43. Step (a) is inherent in that a continuous digester is known in the industry to be 
fed with a liquid slurry of fibrous material. With step (b), the cooking occurs for more than 30 
minutes within the temperature range claimed by applicant. See figure 3 . The effective alkali 
("EA') is above the limit claimed by applicant (column 4, line 29). While the Li does not 
specifically state that the EA is measured within the last minute of the cook, it is inherent or in the 
alternative would have been obvious to one of ordinary skill in the art that if the EA at the end of 
the cook is above the EA claimed by applicant then one minute prior to the termination of the 
Cook, the EA would have been even greater. This is because as the cook continues the alkali is 
consumed. 



210 a d dSZ:Z0 £0/60/^0 



T^SE-Ste^-STS -l*3 M=»e± pueisi surnruj ZXIeJQNW 



NIXON & VANDERHYE PC3 Fax : 703-81 6-41 00 Jul 9 2002 16:07 P. 07 




Serial Number: 08/736, 1 12 Page 5 
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With claim 2, it is shown in figure 3 that the EA within the last IS minutes of the cook is 
between the range claimed. 

The distribution of claim 8 of the total alkali added is shown in Li (column 12, line 28). Li 
discloses that as little as 40% of the total alkali is added in the first step which therefore would 
result in 60% being added after the first step. 

11. Claims 3-7, 9, 12, and 15-17 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Li. The invention is disclosed as described above except for the range of EA claimed. 
However, it would have been obvious to one of ordinary skill in the ait that the range claimed 
need only be achieved by adding additional alkali. The addition therefore would produce n6 more 
than the expected result of higher alkali. Applicant is maintaining the EA throughout the cook for 
the same reason as applicant. To adjust the EA to within the range claimed by applicant would 
have been achievable through routine experimentation. 

With claim 4, it would have been obvious to one of ordinary skill in the art that the EA 
range claimed would have been attainable given that which is disclosed by Li (column 4, line 42). 

Claims 5-7 are disclosed as revealed above. 

With claim 9, it would have been obvious to one of ordinary skill in the art that to increase 
the total alkali added after the first location by a small margin would achieve no more than the 
expected result of having a higher EA at the end of the cook. Li has recognized that the lower 
initial EA with a higher EA towards the end of the cook results in stronger fibers. Therefore, to 
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increase the alkali toward the end of the cook would have been achievable through routine 
experimentation. 

The step of adding at more than two locations for claim 12 would have been obvious to 
one of ordinary skill in the art because to add an additional step of withdrawing liquor and re- 
adding with a higher EA would produce no more than the expected result of producing digested 
cellulosic material with improved strength. 

Claims IS- 17 are revealed as disclosed above. 



Claim Objections 

12. Claims 10, 11, and 18 are objected to as being dependent upon a rejected base claim, but 
would be allowable if rewritten in independent form including all of the limitations of the base 
claim and any intervening claims. 



Conclusion * 
13. Any inquiry concerning this communication from the examiner should be directed to 
Examiner Steven B, Leavitt, whose telephone number is (703) 305-6929. The examiner can 
normally be reached on Monday - Friday from 7:00 AM - 3:30 PM. 
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If attempts to reach the examiner by telephone are unsuccessful, the examiner's supervisor, 
Don Czaja, can be reached on (703) 308-3852. The fax phone number for this Group is (703) 
305-7115. 



Cf H r - DONALD E. CZAJA 

i,^ fgcT? jUPEfiVBOTYPATEMT EXAMINER 

Julyi ' lv * GROUP 131) 
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